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RESPONSE TO PETITION DNDER 
37 CFR 1.182 SEEKING SPECIAL 
TREATMENT RELATING TO AN 
ELECTRONIC SEARCH TOOL, AND 
DECISION ON PETITION UNDER 
37 CFR 1.133 SEEKING WAIVER 
OF REQUIREMENTS UNDER 37 CFR 
1.98 

information DiscLsuxe StaSeSi SSfaV^c^l^r^ 
the need to file multinlo ;,t^t^i -i ^1+. , ^ ^'^^ ^^.ew of 

aspects Of a particuJa? Invention ?h/''?'i^^ "° different 
as two separate petitions a firs^ rlr J ^^^^ treated 

relating to submission o?" an fJecLonif ^^J^^^ ^'^82, 
to protect proprietary infoSiJtJcn ?hi "''^ ^^^d 
under 37 CFR 1^^183, reo^es^SJ? ie?ie5 f ''''.k"*'.^ petition 
which requires filing JaDlr cLff^JJ ^ ^'^^ provision 

each of Iny relateS^a^pKcations bei.ng cited in 

A Decision on the petition under 37 cfr i tqo 

search tool will be issued xn due course electronic 

The petition under 37 CFR 1 19-^ t-o t-k^ u • 

copies of IDS citations in a hol5La Lnv'''-^^^°" ^ P^P^^ 

the extent set forth below. application is Granted to 

The Decision is set forth in five parts - 
Part I. Background 

Part II. Petition Under 37 CFR 1 182 - Pia^^ 

Search Tool Electronic 
Part HI. Petition Under 37 CFR 1.183 - Paper Copies 
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Part IV. Summary 

Part V. Further Correspondence 

Parr. 1 par.Vgrni^i^^ 

The instant national staae aDDlira^•i /m-. -p^i^^ 

currently contains claim? 7??153 ^ith tSee iiS^f 2' 

The instant application is one of about 200 U S "^annV ' 

(either filed or to be filed) with each n l "l^' , ^PP^^^ations 

as many as 40 corresponding kreign appliifii'Sff^'i^ 5^^'"^ 

to be filed), the applications relatSa to ^^t^^^"" ^^^^"^ 

the invention. An Information SiscJosure Ci^S^f ^ ^w'^^^ 

submitted that lists 259 U.S. patents ffiS fn^o 

documents, and 43 other refeien^es foi a totaf if\?f '''^ • 

Additionally, a list of related cLis has beei sLL J'""^^""""' 

containing 31 U.S. applications and 52 PCT annif^!? „ 

copies have not been supplied in the reSef fnn??^^^''^- 

of the citations or the identified related caJes! "''' °^ ""^^ 

37 CFR 1.56(b)(1) requires disclosure to the Offir-o «^ 
information that "establishes, by itsel? oTin tn^t- 

sufficient to meet thi requirements oi" 37 f^ifJ'^^ " 
extent that this cmestion refer! I ! ^ ^-^^^ ^° ^^e 

and the particulars of the^^b^e^t^aopli^tijns °thf 2.?"^='"??= 
not answer the question It m'^llr . ' Office will 

define how an indiviSSai "ensures'' comn^f^'^""-^?^ ^^^^P^ ^° 
particular application, sll . . Spep So! ''"n^ ""^^ ^ 
determinations on this iss ue r eon i;.! °?^- ^^^ause 
Of the party involved! Jhe Of"?e Seclinerr^'''°" °' ^^^^'^^ 
question. mpep 2^10. ToJhe extent th^? ^nvestigate the 

question concerns the form in which the d?^^? Petitioner's 

.he Office .nfor.at.on that" ^a^norSUf ?he"^:?L=i^°,f |f °" 
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materiality as set forth in the ruiei tn-P^--. 
a.S or foreign examiners in .ny^f the rAl'^^Ts'fTf^^^ 
applications would be cited in each of the wlat^i n f ^"^^9° 
applications. 2 In addition Peti-n^,,.;. , \ ^ 
information in each of the related '"f attv ^'i . '°toer 
the co-pending U.S. appli^aUons that ietate^^o ih°'' " ^" 

(useful for deteimining possible doublfn^^^^ ^ invention 
and foreign search repLL. leWtion p^ge ? "sections). 

Rather than be required to siibmii- ^ ^ ^ 

Of infomation in each appli^^ioA llrU .^^^^L""^^' ^^^^ P^^^^ 
Obtained, Petitioner seeks to Save: ""^^ infomation is 

submitted m only the "hlldln^'^ppSla??^^^ '° 

t?^r..TrIT.VlV alopT ^^^^^^^^ 
i^'inSo^^?"""'^ "Gaining different types 

and cancellation of this arrangemenT«°ufi bTan'^MonlS'Sot'?' 

'Reference to asSB 2001.05, Petition, page 3. 

does lltniMU- co'i;it^?nrn^. /l-',^,^«l-ting r 
screen such information for relevancS "^r E?^-'^^''^ ^° 

applications in which the inJo^^S is° b^'nglited. 

application''"'""' °' instant holding 

*S^r Petition under 37 CFR 1.182, infra. 
'See, Petition under 37 CFR 1.133, infra. ' 
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Petitioner and the Office upon notice Th««« , ^ 

specific conditions, are cliLusseS "'fJther'detfn''^^^ 

the § 1.182 petition, below. further detail m regard to 

Pet.itioner has essentially requested relief in 

two additional sets of copies rather JhL ?? ^ "^^^ 

in each application for which the refer^^ce r^DS^cf^^^^^ f"?"'^"^ 
be considered. These two areas of "eiief Li fLf^^S"''^ ^° 
other and drawn toward different reauiatfonf ^J^^P^^l^^^^ each 
petition has been treated Ts lTo petitions and t^f"^^^^^' 
decision addresses the twn ar-o^* petitions, and the present 

While it is undenLbJj that"^Uef in'wf "^^^^ separately, 
beiefit to Petitioner, Se gra^Wng Sf ren^f °* 
not, in fact, require the g?an?ing'ol reUel in th«^?f " 
Moreover, in view of rh*> nl^^ ^-^ 2 ^^exzer m the other. 

relief rila^ed ?: the eJe^ron.^ sSfrcrto^r'f" ^''" "^""^ 

requested relief issues separately pe^U ai tM^ J"^ "'^ 

grant of the original petition.' P*™^":^ this tune a partial 

Part TT p.,.>t,„ , Ele.r..... 

The issues involving the electronic aearr-h h^^i 
extensive than those relating to Jhe re^Jrem^it-^f "'^^^ 
m each bulk filing apolication anH ^f^J^®'^^ P^P«^ copies 
consider and addreL "'Acco^Singlv' tJ^'n'j • ^^^^^ 

§ 1.182 shall not be decided It Jht^^J^' ® Petition undar 
the instant decision on thS §1 ?83 n^^''^ ^"^^^^ in 
continue to be consider-d with a d.?? although it will 

course. i>iaer.a, with a decision rendered in due 


another as both the paper copy issue fnd "'^^Pendent of one 
tool issue represent'the mos^'^compUte soW.onT'r"=il"='' 
disclosure issues under 37 CFR 1.S6 ?etit"on f" f^^**" 
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g.rt ITT, petition nndnr .7 rrp i , p,,,, 

pe?i?iof f^:' ''''''''' '''' treated as the S 1.183 

proviL^'Lp"^^^^^'^^^^^^^ 'I'^f^ltr t 

CFR 1.97 notes that information disclosure statL^n^ 

103, left-hand column right-hand column, and page 600- 

Pap^r copiP^^j. Petitioner notes that the insr;,ni. =r.T,i,- 

if ° application^ S«'Sin"be'S'havrb«r 

filed in regard to a particular technology Accords r^TJ 

Kri-^L?^Ki«^^^^ 

application; one =et to be used to estaMith"'"^'^? ^ """i"' 
the technology; and one sit ?o be nsJdls a rS?» ^-^^l^"" 

.™ ?hat 3.^^;iLion^^ Tt.Z\ll.\t-li^,t 

g'Onri 14/tQ : In addition to submission of the i-hr-o^ . ^ 
copies in the instant ^holding" applicatSn ^ets of paper 

proposes that eacH of the bulk f il?ni =^ ? ' Petition 
a Form 1449 lii^g thl referen^^^^^ ^^"^^^ 
and the Form 1449 h^n each n5 ^S! k"?? i (Petition, page 7) 

be updated, pursuant to ^L fs ^""'^ ^''^^''^ applications) would 
timp P^^^"^"^ to the time requirements of § i 97 ^l^h 

time the three sets of paper copies are updated The p;ti?io: 


ion is 


deter;;^LTol^l7rT/''//or?t^° ll^f e^?c"e°^s?t^=„rr •• 
accessed. ^eiet-nce set and how itJl i« to be 
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subStt^d sn ^^^''J'fH''^^^^ information that may be 

submitted in the holding application IDS, e.g., concise 
explanations of foreign language documents under § 1 98(a)ni 
would also be supplied in all the bulk filing applicatiSni. ' 

Suspension of Pirtion- in view of the use of the instant 
application as a holding application (to contain a complete set 
of paper copies of reference citations, which can be conluJted bv 
the examiner when examining any of the other bulk filina ^ 
applications that have a Form 1449 but not the paper copies) the 

aoctic^ti^n'^r allowance of the instan? holSi^g ' 

application the right is reserved to file a petition to susnend 
action m the instant application so that the appUcation can 
remain as the holding application (Petition, page 7 ^ 
Alternatively, upon agreement of the Assignee and a Director of 
the Technology Center involved, an alternate application may bf 
designated as the holding application. J-^^tion may oe 

New ?^^^1^^.sPs : The petition envisions an affirmative dutv on th«. 
each''^f°?L^""r^ establish new subclasses SSt wlu iLlSde 

?K V. ?! "fe^e^ces submitted during the course of prosecution 
of the bulk filing applications. « In addition, the Office is 4 
agree thatj^ [e] xaminers will be required to searcT these newly 
b^Sthers^^as'lS if-/-^----s by the Assignefa^d 
Peti^i^nfpage 8 ' P^"""' prosecution process.^ 

T^nniparioTi ; Petitioner seeks a right of termination,' which is 
to be a mutual option. Termination is to be by written noti^ 
to the attorney of record if the Office ter^inateJ aJd the fmna 
2BQ0 J^^^^f and by contacting the SJrector ol TC ^ 


'Although termination is discussed under a section r,>^»^prl 
to licensing of the electronic search tool and the oetitlon 
generally (Petition, pages 10 and 11^ sr petition 
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?»,^fL^^"-P''°''^'^" "^-^^^ extraordinary situations, when 
wM^; suspension of any requirement of the reflations 

which is not a requirement of the statutes The in«+.=,n^ Z- 

sSL^SS SunV^^-"°^'' ^^^^'^^"^ sp^ared'tL'SecS^^^^ 
submitting duplicative paper copies of references in 200 

applications, but also the Office would benefit from n^i- 

to handle and store the duplicative sets o? copies SSile SeL 

may be some negative effects from the Office's point of view in 

terms of making the copies available to different exa^nlrs 

handling the various applications," on balance, there is seen i-n 

be sufficient benefit to justify waiver in this instance- 

Accordingly, the petition under 37 CFR 1.183 is granted to the 
?or?f be^ow?"''^'^ ^"""^ ^"""^ ^^"^ conditions as are se? 


r^l^^J ^^^.^^^ technology of the applications may be 

Sflojf:. ? ^P^S^^^f.^l^^"^! <=f the applications may require 
t^lrlrt^ classifications of the applications and the qSntity of 

SSiw '"^'il'^ ^^^^ than one examined to 

timely examine the applications. =auj.iicj. uu 

"The waiver being granted in this instance is not intended 
to set a general precedent where there is more than one 
appixcation containing related subject matter. The Office 
however, intends to use the instant grant to study whether' the 
opportunity for waiver can be extendid to other appScantf In 
similar circumstances, and whether a more general program can be 
announced. One factor that will be considered is ?he^e-Sent to 

b^ i l''l6!hf''J ion (that may not be necessarily retired 

by § l.S6(b) but which would nonetheless be useful to the ^ 
examiner, e.g., § 1.56(a)(1) and (2)), is submitted rather th^n 
huge dumps of nonrelevant or marginally relevant ?nfoma?Ln 

.It is noted that while the petition onlv refers to the 
submission of citations that are made by both U S and forSian 
examiners, the term "include" is used (Petition n.^^ ^f^?^? • 
open ended. The Petition states that i^ Is Jhe'lntentfin 
submit a copy of every reference identified bS?h Sy a S 
examiners in the 200 U.S. applications and bv foreign' examiners 
m as many as 40 corresponding foreign apolicationi^or each S s 
application (Petition, page 3). it hL not been s^ate^whether 
the current 671 reference citations currently n^r^f^®"^^^®^^®^ ^ 

whether they include citations from other sources, such aa. a 
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1) 
2) 


The § 1.98(a)(2) requirement for (the submission nfi . ^ 
conditions are complied with: toixowmg j . 

Three paper copies of each IDS citation are or have 
been submitted to the Office; 

ft 98 (af /ft^t^^H ^ wl^ich waiver of 

Loif^i? in ^^^"J"* ^° instant holding 

application sucn as by a claim of priority under 35^ 
u.S.C. 120, or as containing related technology ; 

3) The information is or has also been cited in the 
holding application; ^® 

^^^^ t&ii=^„^LT J- 

?n thi'bu??V?^ materiality tc^he parti?SlS clal^J 
xSfo^^atS teacSL^'"'"^'"" -^l' 

a nfnlr^i' requirement to supply 

a paper copy of an IDS citation in another bulk filing 
application) where tha citation is not h„ tiling 
been, made in the instant h"din"appl'ic«io" 

" applL'at^LS;" "^^^ - '="1'= ^"ins 

5) Explanatory information related to a oarticular " 
citation, such as the concise g-3fni=n=;7 - ^ 

language reference under § 1 98 ( a tt?) .^^' 
in hho hr^^^<^^ -» » T ^ -^-^oiaM^J, once submitted 

bulk fi^ina aon?i?iJ'^'''-°K "'^"^ ^^PP^^^^ ^ach 
Duik fiixng application where the citation is made. 

^^^^^^t^/^^'y --rves the right 

without provision oJ reasons ?n''!^^?'^ ^ -"^'^^^ 

month period will be afven^^.rf ^ 

f xxi ue given where paper copies would 


See al^ '* 
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7) 


8) 


have to be supplied in all applications where new 
citations are made. Should a termination of the waiver 
be desired by the Office, the Office will provide 
written notice to the correspondence address 5f recnrri 
Termination by applicant may be by returning to 
compliance with § 1.98(a)(2) without formal notice 
thereof and no transition/continuing period after 
termination is required. 

The grant of the § 1.183 petition re § 1.98(a) (2) does 
021 indicate that the Office would favorably treat a 
petition to suspend action under § 1.103(a) should the 
instant application, be allowed. Issuance of the 
instant application as a patent is not seen to 
terminate its usefulness either: (1) as a holding 
application for references by examiners working on 
other related applications, « or (2) as a vehicle for 
the storage of references to be cited even after thi 

220?) IhouL^th r "^EP 

2202) . Should the instant application become 

abandoned, the issue of continued introduction of paper 
T^l'Tffll''^: citations could be taken up at that ?iSe! 
The Office, however, may consider suspending or takina 
other appropriate action in the instant holding ^ 
application m the event the holding application is 
allowed, if it is in the best interest'^^f the S^ce to 


In\?f«''?7^^K ^^^^^li^^^d ^ series of Official Digests 
m Class 174 based on the technology represented bv the 

a^tacSLr'f '"^ It classification schedule th^reJf ^s 
attached) . As is the case will all Digests, their 
usefulness will be continually evaluated, ihe Office 
will place the holding application's references in ?he 
Digests as they are determined to require such 

^i^Jh^JT-^-"^ u^" to the attention 

of the Ozfice either by Petitioner or a third party A 

""h as\he\ol??''' themselves or what they ?ontIin 
.or? -l^ holding application or reference copy 
sets), either m paper copy or electronic form. Sill be 


easy ^e^f^^e^n^ t'han"r^e\y"up^^ l^f^^i!^ 

reference set of paper copies could be utilized nr'i-JiS*^- 
may decide to rely on the Digests being c^eted! '^''^f'f 
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conducted when mandatory based on the classification 
the claims, or when deemed advisable - on l ease bv 
case basis. 

Part, TV. Sumi])^|-y ^ 

A Decision on the Petition under 37 rn> i iq'j 

submission of the electroni^sJarch t^l''iui be ^cred'f ^ ■ 

due course when all outstanding issues aie Jeso^ved "^^^ 

The. petition under 37 CFR 1.183 agreeing to supply three conip. 

wLver o^'?h'''"^'°^ " appliLtion and revesting 

r-l^lt M P^?^^ requirement for submission S eve?? 

related application under § 1.98(a)(2) is granted howevir the 
following IS not agreed to: nowever, the 

the grant of a future petition under 37 CFR 1 103 for 

sets of paper copies therein, and 
" t^L^fJ^^f P^°3ision more than two months (rather 

TrZ no?- r^^^^ "^^^^ petition sets forS) 

from notice of termination. 

Further correspondence with respect to this matter «,hom^ w 

By mail: Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

By FAX: (703) 308-6916 

Attn: Special Program Law Office 

By hand: Special Program Law Office 

Crystal Plaza Four, Suite 3C23 
2201 South Clark Place 
Arlington, VA 22202 


J \ 
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The instant application will be r»i-={«««j v • 

:r-tt»^le=tron!? search ?oo" "' °^ 'l^ '^ ^-^^ 



Law Office 

:puty Assistant Commissioner 
and Projects 


Attachment: List of Digests 13-33 


Digest 14 . Havmg a pamcular cable application (e.g., winding, etc) ' 

Digest IS . In a power generation system (e.g., prime-mover dynamo, generator system, .tr 
Djg« 16 .In. motn^power system (e,g., electric motor conL sysi^ ''^^ 

n 1 1 " *° J: "^""^^"^^^^ regulation, or protection system 

Digest 18 . . In a power distnbntion network 

Digest 19 . . In a dynamo-electric machine 

Digest 20 ...Stator 

Digest 21 ...Rotor 

Digest 22 ... Winding, per se 

Digest 23 . . In a circnit breaker, relay, or switch 

Digest 24 . . In an inductive device (e.g., reactor, electromagnet, etc) 

Digest 25 ...Transformer r i^} 

Digest 26 -Having a plural-layer insulation system 

Digest 27 . . Including a semiconductivc layer 

Digest 28 ... Plural semiconductive layers 

Digest 29 . Having a semiconductive layer 

Digest 31 . Having a shield or metallic layer 

Digest 32 . Having means for cooling 

Digest 33 . Method of cable manufacture, assembly, repair, or splicing 


